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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^ Responsive to communication(s) filed on 17 May 2005 . 
2a)S This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 7-39 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 1-39 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)[X] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)IEI AH b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. E3 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attach ment(s) 

1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 


4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application 

6) □ Other: . 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-39 are rejected under 35 U.S.C. 102(e) as being anticipated by Kaule 
(6,688,221). 

Kaule discloses a valuable document with a security element comprising a 
thermochromic layer combined with an optically effective effect layer having visually testable 
properties (see column 1, lines 8-14 and column 3, lines 66-67 through column 4, lines 1-8 - 
"substances can be magnetic, luminescent, thermochromic, iridescent and/or other substances 
having a special physical and/or chemical effect."). The layer structure of the carrier layer is 
provided with a metallic cover layer (14) having gaps (15) in the form of the desired negative 
image (column 6, lines 32-41). The lacquer layer (1 1) is provided with a relief structure (12) in 
the form of a diffraction structure. 

Regarding claim 22, the process of printing or producing the information ("by means of a 
laser") does not structurally limit the claim. The patentability of a product does not depend on its 
method of production. Product-by-Process claims are not limited to the manipulations of recited 
steps, only the structure implied by the steps. (See MPEP 2113) 
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Regarding claims 28 and 29, the security element is a document of value, ID card, 
register mark, etc. (this would, inherently include a label). 

Regarding claims 30-38, see the above rejections to claims 1-29. 

Regarding claim 39, the process of forming the transfer material ("hot stamped foil") 
does not structurally limit the claim. The patentability of a product does not depend on its 
method of production. Product-by-Process claims are not limited to the manipulations of recited 
steps, only the structure implied by the steps. (See MPEP 2113) 

Response to Arguments 
3. Applicant's arguments filed 17 May 2005 have been fully considered but they are not 
persuasive. Applicant provided no arguments as to why Kaule does not teach the claimed 
features of Applicant's invention. 

Applicant asserts that since US Pat. 6,668,221 (Kaule) is owned by the same Assignee as 
Applicant's (Christian Schmitz) invention, that the Kaule patent is disqualified as prior art under 
35 USC 102(e). 

Claims 1-39 are rejected under 35 U.S.C. 102(e) as being anticipated by Kaule as is 
detailed in the above rejection. 

Examiner notes that the applied reference has a common Assignee with the instant 
application, however, based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be 
overcome either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed 
in the reference was derived from the inventor of this application and is thus not the invention 
"by another," or by an appropriate showing under 37 CFR 1.131. 
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Examiner does not dispute that Gieseck and Devrient are the Assignee on the cited Prior 
art and the current Application. It is not uncommon for companies to have multiple patens and 
applications on-going at the same time. It is further noted that examiner could additional provide 
a further rejection under 35 USC 102(a) to DE 1981957 which, as Applicant's representative 
would know, is of the family of patents of the cited Kaule reference. Examiner recommends 
amending the claims to overcome the prior art structural limitations. 

Examiner notes that the statement on the record that the patent and application are 
commonly owned does not apply for a 102(e) rejection. 

For more information on how to overcome a 102(e) rejection, Applicant is referred to 
MPEP 706.02(b), specifically the section which states in part: 

A rejection based on 35 U.S.C. 102(e) can be overcome by: 

(A) Persuasively arguing that the claims are patentably distinguishable from the prior 
art; 

(B) Amending the claims to patentably distinguish over the prior art; 

(C) Filing an affidavit or declaration under 37 CFR 1 .132 showing that the reference 
invention is not by "another." See MPEP § 715.01(a), § 715.01(c), and § 716.10; 

(D) Filing an affidavit or declaration under 37 CFR 1.131 showing prior invention, 
if the reference is not a U.S. patent or a U.S. patent application publication 
claiming the same patentable invention as defined in 37 CFR 41.203(a). See 
MPEP § 715 for more information. on 37 CFR 1.131 affidavits. When the 

claims of the reference U.S. patent or U.S. patent application publication and the 
application are directed to the same invention or are obvious variants, an affidavit 
or declaration under 37 CFR 1 . 1 3 1 is not an acceptable method of overcoming 
the rejection. Under these circumstances, the examiner must determine whether a 
double patenting rejection or interference is appropriate. If there is a common 
assignee or inventor between the application and patent, a double patenting 
rejection must be made. See MPEP § 804. If there is no common assignee or 
inventor and the rejection under 35 U.S.C. 102(e) is the only possible rejection, 
the examiner must determine whether an interference should be declared. See 
MPEP Chapter 2300 for more information regarding interferences; 

(E) Perfecting a claim to priority under 35 U.S.C. 1 1 9(a)-(d) within the time 
period set in 37 CFR 1.55(a)(1) or filing a grantable petition under 37 CFR 
1.55(c). See MPEP § 201.13. The foreign priority filing date must antedate the 
reference and be perfected. The filing date of the priority document is not 
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perfected unless applicant has filed a certified priority document in the application 
(and an English language translation, if the document is not in English) (see 37 
CFR 1 .55(a)(3)) and the examiner has established that the priority document 
satisfies the enablement and description requirements of 35 U.S.C. 112, first 
paragraph; or 

(F) Perfecting *>benefit< under 35 U.S.C. 1 19(e) or 120, within the time periods 
set in 37 CFR 1 .78(a) or filing a grantable petition under 37 CFR 1 .78(a), by 
amending the specification of the application to contain a specific reference to a 
prior application or by filing an application data sheet under 37 CFR 1.76 which 
contains a specific reference to a prior application in accordance with 37 CFR 
1.78(a), and by establishing that the prior application satisfies the enablement and 
written description requirements of 35 U.S.C. 112, first paragraph. See MPEP § 
201.11 and § 706.02. 
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Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dana Ross whose telephone number is 571-272-4480. The 
examiner can normally be reached on Mon-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica Carter can be reached on 571-272-4475. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Dana Ross 
Primary Examiner 
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